REMARKS 

Favorable reconsideration of this application is requested in view 
of the above amendments and the following remarks. Claims 4-6 are amended to 
correct typographical errors. Claims 1 and 4-6 remain actively pending in the 
case. No new matter has been added. Reconsideration of the claim is respectfully 
requested. 

In paragraph 4 on page 3 of the Office Action, claims 1 , 4-6 were 
rejected as being unpatentable over Smith (US 6,187,213) in view of case law and 
further in view of Applicants' own disclosure. Applicants respectfully traverse 
the rejection. 

Applicant's invention is directed to providing a gemstone where 
there is provided extremely small indicia which does not affect the quality of the 
gemstone yet can provide identification of the gemstone. It is extremely 
important that there is no perceivable damage to the gemstone, which is 
accomplished in Applicants' invention using near-field optics to produce the 
indicia. 

Smith fails to teach or suggest at least micro-discrete indicia image 
formed using near- field optics, wherein said micro-discrete indicia image has a 
length no greater than about 10 microns and a height no greater than about 2 
microns. Rather, Smith discloses ablating a diamond to make shallow marks in 
the diamond and avoiding undesirable darkening in the marks due to phase 
transformation. Col. 4, lines 21-23 and Col. 4, line 65 - Col. 5, line 5. In 
particular, Smith states, "A preferred mark is a character height of about 50 
microns, a character line with 2-3 microns and a total width of 200-250 microns." 
It can be clearly seen that Applicants' micro-discrete indicia fits into the smallest 
dimension (i.e., character line width) of Smith. Hence, the size Smith's indicia 
are substantially greater than Applicants' micro-discrete indicia in magnitude. 

Applicants' admitted statement fails to remedy the deficiencies of 
Smith as Applicants' admitted statement fails to disclose at least micro-discrete 
indicia image formed using near- field optics, wherein said micro-discrete indicia 
image has a length no greater than about 10 microns and a height no greater than 
about 2 microns. 



In addition, Applicants respectfully disagree with the Office 
Actions assertion that "one of ordinary skill in the art would appreciate that a 
modification such as a mere change in size of a component would be obvious." 
Applicants respectfully submit that the Examiner bears the burden of establishing 
a prima facie case of obviousness based upon the prior art. The mere fact that the 
prior art may be modified in the manner suggested by the Examiner does not 
make the modification obvious unless the prior art suggested the desirability of 
the modification. In re Gordon , 733 F.2d at 902, 221 USPQ at 1 127. Applicants 
respectfully request that the Examiner submit an affidavit as to the Examiner's 
personal knowledge or submit a prior art reference suggesting the desirability of 
modification. Moreover, in Toledo Computing Scale Co. v. Computing Scale Co., 
the Court granted a patent covering capillary tubing, as the new tubing was 
effective only by reason of its size. 208 F. 410 (CCA. 1913) (The reduction in 
the cross-sectional area of the tubing converted failure into success, and involved 
something more than a matter of degree). 

Also, Applicants do not agree with Examiner's assertion "that the 
printed matter is not functionally related to the product." Applicants submit, with 
respect to claims 5 and 6, that the micro-discrete indicia provide information with 
regard to the gemstone. This specifies the required functional relationship to 
carry out Applicants' invention and clearly defines the disclosed invention as 
required by section 1 12. "The fact that printed matter by itself is not patentable 
subject matter, because non-statutory, is no reason for ignoring it when the claim 
is directed to a combination." In re Miller, 418 F.2d 1392, 1395; 164 USPQ 46, 
48 (1969) (A new and unobvious functional relationship between a measuring 
receptacle, volumetric indicia thereon indicating volume in a certain ratio to 
actual volume, and a legend indicating the ratio.) 



Therefore, in view of the above remarks, Applicants independent 
claim 1 is patentable over the cited reference. Because claims 4-6 depend from 
claim 1 ? and include the features recited in the independent claim, Applicants 
respectfully submit that claims 4-6 are also patentably distinct over the cited 
reference. Nevertheless, Applicants are not conceding the correctness of the Office 
Action's rejection with respect to such dependent claims and reserve the right to 
make additional arguments if necessary. 



Respectfully submitted, 



Attornejtf/for Applicant(s) 
Registration No. 53,950 

Thomas J. Strouse/phw 
Rochester, NY 14650 
Telephone: 585-588-2728 
Facsimile: 585-477-4646 

If the Examiner is unable to reach the Applicant(s) Attorney at the telephone number provided, the 
Examiner is requested to communicate with Eastman Kodak Company Patent Operations at 
(585) 477-4656. 



